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REMARKS 

Reconsideration of the rejections set forth in the Office Action mailed June 30, 2005, is 
respectfully requested. Claims 46-51, 54-62, and 65-67 remain pending in this application. 

Art Rejections 

Claim 46-51, 56-57, 60- 62, and 67 were rejected under 35 U.S.C. § 103(a) as being 
allegedly unpatentable over Campbell et al. (USP Re. 34,936) in view of Kandany (USP 5,562,613). 
The examiner has taken the position that "it would have been obvious to one skilled in the art at the 
time that the invention was made to have modified Campbell et al. '936 and incorporated the 
teaching of Kaldany '613 in order to alter the end of the catheter to have a closed distal end with a 
side exit port defining a plane, the plane being parallel to the longitudinal axis of the tube ... in order 
to enable the physician to advance the marker at the area of interest with greater precision once the 
side port has been aligned with the tissue of interest by allowing for a simple unidirectional handed 
motion." Applicants respectfully assert that these references are not properly combinable. Indeed, 
there is no suggestion for why greater precision would be needed or why the Campbell device would 
not be as precise as the Kaldany device. Likewise there is no explanation for why "unidirectional 
handed motion" is preferred or why use of the Campbell device alone would not be considered 
unidirectional handed motion. In the absence of a need for greater precision or a desire for 
unidirectional handed motion, there would be no motivation to make the asserted combination. 

Claims 46, 47, 48, 49, 50, and 60 are therefore patentably distinct from the cited art. Claims 
51 and 54-58 are dependent on claim 50, and are therefore patentably distinct from the cited art for 
the same reasons. Claims 61-62 and 65-67 are dependent on claim 60, and are therefore patentably 
distinct from the cited art for the same reasons. 
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For all the foregoing reasons, Applicant asserts the claims are in condition for allowance. 
Favorable action on the merits of the claims is therefore earnestly solicited. If any issues remain, 
please contact Applicant's undersigned representative at (949) 737-2900. The Commissioner is 
hereby authorized to charge any additional fees that may be required to Deposit Account No. 50- 
2862. 

Respectfully submitted, 
O'MELVENY & MYERS llp 



Dated: September 30, 2005 
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O'Melveny & Myers LLP 
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Reg. No. 54,550 
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